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A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) FROM 
THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1 .136(a). In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 

- If the period for reply specified above is less than thirty (30) days, a reply within the statutory minimum of thirty (30) days will be considered timely. 

- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 133). 
Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1.704(b). 

Status 

1 )M Responsive to communication(s) filed on 15 November 2004 . 
2a)H This action is FINAL. 2b)D This action is non-final. 

3) D Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 11, 453 O.G. 213. 

Disposition of Claims 

4) I3 Claim(s) 1-20 is/are pending in the application. 

4a) Of the above claim(s) is/are withdrawn from consideration. 

5) D Claim(s) is/are allowed. 

6) E3 Claim(s) 1-8. 10-13. 15,16, 18 and 20 is/are rejected. 

7) 13 Claim(s) 9,14.17 and 19 is/are objected to. 

8) D Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) D The specification is objected to by the Examiner. 

10) D The drawing(s) filed on is/are: a)D accepted or b)D objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1.85(a). 
Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1.121(d). 

1 1) D The oath or declaration is objected to by the Examiner. Note the attached Office Action or form PTO-152. 

Priority under 35 U.S.C. § 119 

12) D Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 1 19(a)-(d) or (f). 
a)D All b)D Some * c)D None of: 

1 .□ Certified copies of the priority documents have been received. 

2. D Certified copies of the priority documents have been received in Application No. . 

3. D Copies of the certified copies of the priority documents have been received in this National Stage 

application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 



Attachment(s) 

1) £3 Notice of References Cited (PTO-892) 

2) O Notice of Draftsperson's Patent Drawing Review (PTO-948) 

3) S Information Disclosure Statement(s) (PTO-1449 or PTO/SB/08) 

Paper No(s)/Mail Date 0105 . 



4) dl Interview Summary (PTO-413) 
r No(s)/Maii Date. 



5) CD Notice of Informal Patent Application (PTO-152) 

6) □ Other: . 



U.S. Patent and Trademark Office 

PTOL-326 (Rev. 1-04) 



Office Action Summary 



Part of Paper No./Mail Date 0205 



Application/Control Number: 10/627,852 Page 2 

Art Unit: 2877 

DETAILED ACTION 
Information Disclosure Statement 
The information disclosure statement filed on January 3 1 st , 2005 has been considered by the 
examiner. 

Claim Rejections - 35 USC § 102 
The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the basis 
for the rejections under this section made in this Office action: 
A person shall be entitled to a patent unless - 

(e) the invention was described in (1) an application for patent, published under section 122(b), 
by another filed in the United States before the invention by the applicant for patent or (2) a 
patent granted on an application for patent by another filed in the United States before the 
invention by the applicant for patent, except that an international application filed under the treaty 
defined in section 35 1(a) shall have the effects for purposes of this subsection of an application 
filed in the United States only if the international application designated the United States and 
was published under Article 21(2) of such treaty in the English language. 

Claims 1-8, 10-11, 13, 15-16, 18 and 20 are rejected under 35 U.S.C 102(e) as being anticipated 
by Means (US Pub 2003/0051602), 

In regards to claim 1, Means discloses a method for real time determination of emulsion in a 
formation fluid (page 1, \ 7 and page 2, U 15) comprising positioning an optical probe having a probe 
surface, which can measure changes in total internal light reflectance (page 3, \ 29), such that the probe 
surface is in contact with a formation fluid, wherein the probe and its surface are composed of material 
which can withstand an extended period in contact with the formation fluid (page 3, \ 31), measuring the 
total internal light reflectance at the probe surface, and determining in real time therefrom whether an 
emulsion is present or the degree of emulsification at such surface (page 2, ^ 15). 

In regards to claim 2, the optical probe is an attenuated total reflectance probe (page 3, ^ 29). 

In regards to claim 3, the probe includes a photometer that measures light in a wavelength range 
of from about 400 to about 1500 nm (page 3, \s 29-30). 
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In regards to claim 4, the photometer measures light in a wavelength range of from about 640 to 
about 680 nm (page 3, 1(32). 

In regards to claim 5, the formation fluid is in a pipeline (fig. 1). 

In regards to claim 6, Means discloses a method for controlling emulsion formation in a 
formation fluid (page 1,^7 and page 2, K 15) comprising placing an optical probe, having a probe surface 
which can measure changes in total internal light reflectance thereat (page 3, H 29), in contact with a 
formation fluid, measuring the changes in total internal light reflectance at the probe surface, determining 
in real time the presence of emulsion in the formation fluid as a function of the changes in total internal 
light reflectance (page 3 5 ^]29) 5 comparing the determination in real time to a predetermined maximum 
acceptable emulsion present, and effecting a change in the rate of addition, if any, to the formation fluid 
of an additive effective to reduce the emulsion presence (page 3, ^|s 24-26) wherein the optical probe is 
composed of a material which can withstand an extended period of contact with the environment to which 
it is exposed (page 3, ^ 3 1), and the rate of addition, if any, to the formation fluid of a demulsification 
additive (page 3, ^ 34) is increased when the emulsion presence is greater than the predetermined 
maximum acceptable emulsion presence, decreased or maintained when no emulsion is detected or when 
the emulsion presence is less than the predetermined maximum acceptable emulsion presence (page 3, ^Js 
25-26). 

In regards to claim 7, the optical probe is an attenuated total reflectance probe (page 3, ^| 29). 
In regards to claim 8, the formation fluid is in a pipeline (fig. 1). 

In regards to claim 10, the probe includes a photometer that measures light in a wavelength range 
of from about 400 to about 1500 nm (page 3, %s 29-30). 

In regards to claim 1 1, the photometer measures light in a wavelength range of from about 640 to 
about 680 nm (page 3, H32). 
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In regards to claim 1 3, Means discloses a system for controlling emulsion formation in a 
formation fluid (page 1,17, and page 2, f 15) comprising a fluid flow path for flowing formation fluid 
recovered from a subsurface formation (fig. 1, and page 2, ^ 22), an optical probe (fig. 2, 105), having a 
probe surface which can measure changes in light reflectance at the probe surface (page 3, ^ 30), in 
contact with the formation fluid (page 3, ^ 3 1), a processor associated with the optical probe enabling 
collection of data therefrom (fig. 2, 203), such data corresponding to the presence of emulsion or degree 
of emulsification in the formation fluid (page 3, U 25), and a controller associated with the processor 
enabling translation of data therefrom to initiate action to modify the presence of emulsion or degree of 
emulsification (fig. 2, 208 and page 3, U 26). 

In regards to claims 15 and 18, the optical probe is an attenuated total reflectance probe (page 3, ^ 

29). 

In regards to claim 16, the probe can be located wherever detection of emulsification is needed 
In regards to claim 20, the processor and controller are incorporated into a single unit (page 3 5 Us 

25-26). 

Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all obviousness 

rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as 
set forth in section 102 of this title, if the differences between the subject matter sought to be 
patented and the prior art are such that the subject matter as a whole would have been obvious at 
the time the invention was made to a person having ordinary skill in the art to which said subject 
matter pertains. Patentability shall not be negatived by the manner in which the invention was 
made. 

This application currently names joint inventors. In considering patentability of the claims under 
35 U.S.C. 103(a), the examiner presumes that the subject matter of the various claims was commonly 
owned at the time any inventions covered therein were made absent any evidence to the contrary. 
Applicant is advised of the obligation under 37 CFR 1.56 to point out the inventor and invention dates of 
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each claim that was not commonly owned at the time a later invention was made in order for the examiner 
to consider the applicability of 35 US.C. 103(c) and potential 35 U.S.C. 102(e), (f) or (g) prior art under 
35 U.S.C. 103(a). 

Claim 12 is rejected under 35 U.S.C. 103(a) as being unpatentable over Means (US Pub 
2003/0051602), previously cited, in view of Diery et al. (USPN 4,419,265), newly cited 

In regards to claim 12, Means does not disclose that the demulsification additive is an alkyl 
phenol resin. However, this type of resin is very well known in the art, and it would be obvious to one of 
ordinary skill in the art at the time the invention was made to use these resins as the demulsification 
additive in order to control emulsion formation. 

For example, Diery discloses using an alkyl phenol resin to demulsify crude oil (column 1, lines 
50-54). Therefore, it would have been obvious to one of ordinary skill in the art at the time the invention 
was made to use alkyl phenol resin as the demulsification additive in Means' method in order to 
demulsify the oil. 

Allowable Subject Matter 
Claims 9, 14, 17 and 19 are objected to as being dependent upon a rejected base claim, but would 
be allowable if rewritten in independent form including all of the limitations of the base claim and any 
intervening claims. The reasons for the indication of allowable subject matter are set forth in the previous 
Office Action (paper number 0804). 

Response to Arguments 
Applicant's arguments, see the amendment, filed November 15 th , 2004, with respect to the 
rejection of claims 1 and 5 as anticipated by Klainer et al. (USPN 5,026,139) have been fully considered 
and are persuasive in that Klainer does not specifically disclose formation fluid as the medium being 
measured. The rejection of these claims has been withdrawn. 
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Applicant's arguments filed November 15, 2004 for the rejection of claims 1-8, 10-13, 15-16, 18 
and 20 in view of Means (US Pub 2003/0051602) have been fully considered but they are not persuasive. 
Applicant has responded to the rejection by stating that emulsion has the special definition of water in oil 
as disclosed in the specification, paragraph 14. An applicant is entitled to be his or her own lexicographer 
and may rebut the presumption that claim terms are to be given their ordinary and customary meaning by 
clearly setting forth a definition of the term that is different from its ordinary and customary meaning(s). 
The inventor may define specific terms used to describe invention, but must do so "with reasonable 
clarity, deliberateness, and precision" and, if done, must "set out his uncommon definition in some 
manner within the patent disclosure so as to give one of ordinary skill in the art notice of the change" in 
meaning. See MPEP 21 1 1.01. It is the position of the Examiner that the applicant has not set out the 
special definition of emulsion with deliberateness and in some manner within the disclosure so as to give 
one of ordinary skill in the art notice of the change in the meaning of emulsion. Instead, paragraph 14 of 
the specification can be considered an exemplification of the invention. Therefore, the Examiner 
maintains the rejection of these claims using the dictionary definition of emulsion, "A suspension of small 
globules of one fluid in a second fluid with which the first will not mix", which would include gas in oil. 
If applicant wishes to include this limitation to overcome this rejection, the Examiner would suggest 
adding the limitation in the claims. 

Additional Prior Art 

The prior art made of record and not relied upon is considered pertinent to applicant's disclosure. 
The prior art made of record is Lindley Flow Technology Ltd (GB 2 199 404), previously cited, and 
Gallagher et al. (USPN 6,467,340), newly cited. 

Lindley discloses a method for real time determination of emulsion, in which emulsion is 
disclosed as an oil and water emulsion, in a formation fluid (discloses monitoring fluid lines in 
underground mining, which would include formation fluids) comprising positioning an optical probe 
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having a probe surface, which can measure changes reflectance, such that the probe surface is in contact 
with a formation fluid, wherein the probe and its surface are composed of material which can withstand 
an extended period in contact with the formation fluid, measuring the reflectance at the probe surface, 
determining in real time therefrom whether an emulsion is present or the degree of emulsification at such 
surface. 

Gallagher discloses a method for real time determination of precipitation in a formation fluid 
comprising positioning an optical probe having a probe surface, which can measure changes reflectance, 
such that the probe surface is in contact with a formation fluid, wherein the probe and its surface are 
composed of material which can withstand an extended period in contact with the formation fluid, 
measuring the reflectance at the probe surface, determining in real time therefrom whether a precipitation 
is present or the degree of precipitation at such surface. 

Conclusion 

THIS ACTION IS MADE FINAL. Applicant is reminded of the extension of time policy as set 
forth in 37 CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE MONTHS from 
the mailing date of this action. In the event a first reply is filed within TWO MONTHS of the mailing 
date of this final action and the advisory action is not mailed until after the end of the THREE-MONTH 
shortened statutory period, then the shortened statutory period will expire on the date the advisory action 
is mailed, and any extension fee pursuant to 37 CFR 1.136(a) will be calculated from the mailing date of 
the advisory action. In no event, however, will the statutory period for reply expire later than SIX 
MONTHS from the mailing date of this final action. 

Any inquiry concerning this communication or earlier communications from the examiner should 
be directed to Kara E Geisel whose telephone number is 571 272 2416. The examiner can normally be 
reached on Monday through Friday, 8am to 4pm 
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If attempts to reach the examiner by telephone are unsuccessful, the examiner's supervisor, 
Gregory J. Toatley, Jr. can be reached on 571 272 2800 ext. 77. The fax phone numbers for the 
organization where this application or proceeding is assigned are 703 872 9306 for regular 
communications and 703 872 9306 for After Final communications. 

Information regarding the status of an application may be obtained from the Patent Application 
Information Retrieval (PAIR) system Status information for published applications may be obtained 
from either Private PAIR or Public PAIR. Status information for unpublished applications is available 
through Private PAIR only. For more information about the PAIR system, see http ^/pair- 
direct, uspto.gov. Should you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 
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